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Bef ore Seeherman, Quinn and Holtznman, Adm nistrative

Trademar k Judges.

Opi ni on by Seeherman, Adm nistrative Trademark Judge:

Magnetic Ticket & Label Corp. has appealed fromthe
final refusal of the Trademark Exam ning Attorney to
regi ster ZIPCARD as a trademark for “card with activation

1

control .” Regi stration has been refused on three bases:

1) the identification of goods is indefinite;

! Application Serial No. 76390088, filed April 2, 2002, based on
an asserted bona fide intention to use the mark in conmerce.
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2) applicant’s mark so resenbles the mark ZI P CARD,
regi stered by The University of Akron for both

"2 and for “credit and debit

“magnetically coded debit cards
card services”® that, if used on applicant’s identified
goods, it is likely to cause confusion or m stake or to
deceive; and 3) that applicant’s mark is nerely descriptive
of its identified goods.

Appl i cant and the Exam ning Attorney have filed
briefs; applicant did not request an oral hearing.

W turn first to the requirenent for an acceptable
identification of goods. The Exam ning Attorney has
objected to the identification “card with activation
control” as being indefinite and overbroad. Applicant did
not address this objection in its response to the first
O fice action; further, although the Exam ning Attorney
poi nted out this omssion in the second and final Ofice
action, applicant did not make any reference to the
objection inits brief. Applicant’s silence on this matter
coul d be taken as a concession that the Exam ning
Attorney’s position is correct.

In any event, we agree with the Exam ning Attorney

that applicant’s identification of “card with activation

Regi strati on No. 2428152, issued February 13, 2001.
3 Regi strati on No. 2428163, issued February 13, 2001
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control” is indefinite and overbroad. See Section 1402.01
of the Trademark Manual of Exam ning Procedure (TMEP), 3d
ed. (rev. May 2003), which provides, in part:

A witten application nust specify the
particul ar goods or services on or in
connection wth which the applicant
uses, or has a bona fide intention to
use, the mark in commerce. 15 U S.C
881051(a)(2) and 1051(b)(2); 37 CF. R
§2.32(a)(6). To “specify” nmeans to name
in an explicit manner. The
identification of goods or services
shoul d set forth common nanmes, using
term nology that is generally
understood. For products or services
that do not have common nanes, the
applicant shoul d use clear and succi nct
| anguage to describe or explain the
item Technical or esoteric |anguage
and | engthy descriptions of
characteristics or uses are not
appropri ate.

The | anguage used to descri be goods or
servi ces shoul d be understandable to the
aver age person and should not require an
i n-depth know edge of the rel evant

field. An identification may include
terms of art in a particular field or

i ndustry, but, if these terns are not

wi del y understood by the general

popul ation, the identification should

i ncl ude an expl anation of the
speci al i zed term nol ogy.

The identification of goods or services
nmust be specific, definite, clear,
accurate and concise. See In re Societe
General e des Eaux M nerales de Vitte
S.A, 1 USPQ2d 1296 (TTAB 1986), rev'd
on ot her grounds, 824 F.2d 957, 3 USPQd
1450 (Fed. Cir. 1987); Procter & Ganble
Co. v. Econom cs Laboratory, Inc., 175
USPQ 505 (TTAB 1972), nodified w thout
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opi nion, 498 F.2d 1406, 181 USPQ 722

(C.CP.A 1974); In re Cardinal

Laboratories, Inc., 149 USPQ 709 (TTAB

1966); California Spray-Chem cal Corp.

v. Osnpbse Wod Preserving Co. of

Anerica, Inc., 102 USPQ 321 (Commir

Pats. 1954); Ex parte A.C. Gl bert Co.

99 USPQ 344 (Commir Pats. 1953).
See al so, TMEP 81402.03 (A termthat clearly includes
particular itens that are classified in nore than one cl ass
(e.g., “artists’ materials”) is not acceptable.) Here, as
t he Exam ning Attorney has expl ai ned, applicant’s cards
could be classified in Class 9 if magnetically encoded or
in Cass 16 if they do not have magnetic coding. Further,
the term“cards” is so broad that it is not clear fromthe
identification what the nature of applicant’s cards is.

Accordingly, we affirmthe requirenment for a definite
identification of goods.
W turn next to the issue of likelihood of confusion.

This ground of refusal is based on Section 2(d) of the
Trademark Act, 15 U.S.C. 1052(d). Qur determnation is
based on an analysis of all of the probative facts in
evidence that are relevant to the factors set forth in In
re E. |I. du Pont de Nenoburs & Co., 476 F.2d 1357, 177 USPQ
563 (CCPA 1973). See also, Inre Majestic Distilling
Conpany, Inc., 315 F.3d 1311, 65 USPQ2d 1201 (Fed. Cr

2003). In any likelihood of confusion analysis, two key
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considerations are the simlarities between the marks and
the simlarities between the goods and/or services. See
Feder at ed Foods, Inc. v. Fort Howard Paper Co., 544 F.2d
1098, 192 USPQ 24 (CCPA 1976). See also, Inre Dxie
Restaurants Inc., 105 F.3d 1405, 41 USPQ2d 1531 (Fed. Cir.
1997).

Wth respect to the goods, despite the indefiniteness
of applicant’s identification, that is the identification
whi ch we nust consider in naking our determ nation.
Applicant’s goods, as identified, are broad enough to
include debit cards with activation control. Mreover, it
is clear that such itens are, in fact, sonme of the goods on
whi ch applicant intends to use its mark, as applicant has
actually listed “debit card with activation control” as its
“goods/ services” on the drawi ng page of its application.

There is no question that a “debit card with
activation control” is enconpassed within the “nagnetically
coded debit cards” identified in cited Registration No.
2428152. Further, such a debit card is closely related to
the “credit and debit card services” identified in the
second cited registration. It is obvious that a conpany
whi ch provides credit or debit card services may al so

provide credit or debit cards to access such services.
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Applicant argues that its cards are different fromthe
regi strant’ s because its cards can be purchased anywhere,
and can then becone activated at the point of purchase,
while it asserts that the registrant’s cards are purchased
on the campus of The University of Akron and are used
solely within the geographic area of the canpus and in no
ot her places. Applicant has not submtted any evidence in
support of its contention, and its argunent is contradicted
by the fact that affinity cards, such as those identifying
a college, may be offered to peopl e throughout the country.
More inportantly, applicant has ignored the well -
established principle of trademark | aw that the question of
|'i kel i hood of confusion nust be determ ned based on an
anal ysis of the mark as applied to the goods and/or
services recited in the applicant’s application vis-a-vis
t he goods and/or services recited in the cited
registration. See Canadi an Inperial Bank of Comerce v.
Wells Fargo, N A, 811 F.2d 1490, 1 UsSPQ2d 1813 (Fed. Gr.
1987); see also, In re Dixie Restaurants Inc., 105 F. 3d
1405, 41 UsPQ2d 1531 (Fed. Gir. 1997).

Accordi ngly, we must deemthe registrant’s goods and
services, which are not restricted geographically or to any
specific trade channels, to enconpass all appropriate trade

channel s in which debit cards and debit and credit card
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services can be offered. The customers woul d include
stores of all types, as well as the public at large, which
are the custoners to which applicant’s cards, as
identified, can be offered.

Wth respect to the marks, applicant has conceded that
the mark “ZI P CARD of the registrant is simlar in sound
and view to the ZI PCARD of applicant.” Brief, p. 3. W
find that the marks are identical in sound and connotati on,
and extrenmely simlar in appearance. Although applicant
has pointed out that its mark is one word, while the cited
mark is two words, this small difference is not sufficient
to distinguish the marks. Consunmers will readily recognize
that applicant’s mark is conposed of the two words ZI P and
CARD, such that both marks convey the sane conmmerci al
i npression. Further, consuners are not |ikely to renmenber
that applicant’s mark is depicted as one word and the
registrant’s mark as two. Under actual narketing
condi tions consuners do not have the luxury to nmake side-
by-si de conpari sons between nmarks, and instead they nust
rely on hazy past recollections. Dassler KGv. Roller
Der by Skate Corp., 206 USPQ 255 (TTAB 1980). Even if
consuners were to note that one mark is shown as one word
while the other mark is shown as two, they are not |ikely

to ascribe this mnor difference to a difference in the
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sources of the respective goods and services. Rather, a
consuner who is famliar with the registrant’s ZI P CARD for
a magnetically coded debit card or for debit card services,
upon encountering ZI PCARD for a debit card with activation
control, wll assunme that ZIPCARD is nerely a variation of
ZI P CARD.

It is also noted that applicant has conceded that “the
buyers may be considered inpulse.” Brief, p. 3. Certainly
ordi nary consuners, buying the debit cards on inpul se, are
not likely to engage in a careful consideration of the
mar ks, to the point of questioning whether the presence or
absence of a space between ZIP and CARD i ndi cates that the
i dentical goods, and closely related goods and servi ces,
emanat e from separate sources.

Wth respect to the remai ning duPont factors, although
there is no evidence of actual confusion, applicant has
conceded that “the length of time of concurrent use is
brief.” 1In fact, there is no evidence that applicant has
used its mark at all, as this application is based on
Section 1(b) of the Trademark Act, applicant has not filed
an Amendnent to All ege Use, and applicant has provided no
information as to when it may have conmmenced use, or the
extent of any such use. In any event, proof of actual

confusion is very difficult to obtain, and in an ex parte
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setting, with no information fromthe registrant as to its
experience as to any actual confusion, we do not give nuch
wei ght to the |lack of evidence of actual confusion.

For the foregoing reasons, and particularly the
simlarity of the marks and the identity of the goods and
the closely related nature of the goods and services, we
find that applicant’s mark, if used on its identified
goods, is likely to cause confusion with the two cited
registrations, and we affirmthe refusal of registration on
t hi s ground.

This brings us to the remai ning ground for refusal,
that applicant’s mark is nerely descriptive of its goods.

It is the Exam ning Attorney’s position that ZIP CARD is
nmerely descriptive because it indicates the nmanner in which
debit data is conpressed on the card. In support of this
refusal, the Exam ning Attorney has nmade of record a

definition for “zip,” taken froman on-line “high-tech”
dictionary: “To conpress a file using PKZIP, Zipit, gzip,
or other conpatible archiver.”*

Atermis nerely descriptive, and therefore prohibited

fromregistration by Section 2(e)(1) of the Trademark Act,

15 U.S.C. 81052(e)(1), if it imedi ately conveys know edge

* http: ww. conput er user . conl r esour ces/ di ci t onary/ definition/

ht m ?1 ookup=5724
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of the ingredients, qualities or characteristics of the
goods with which is it used. 1In re Gyulay, 820 F.2d 1216,
3 USPQ2d 1009 (Fed. Cir. 1987). In this case, it is not
clear that data is conpressed on cards with activation
control, or that the term ZI PCARD, when used on such cards,
woul d i mredi ately be recognized as referring to cards in
whi ch data has been conpressed. Aside fromthe dictionary
definition, the Exam ning Attorney has not submtted any

ot her evidence showing that “zip” is used in such a manner.
In view of the non-technol ogi cal neani ngs of “zip”, e.g.,
“to nove or act with speed or energy, to convey with speed

and energy,”®

all of which suggest that using applicant’s
card can speed the purchasing process, we cannot say that
t he neaning the Exami ning Attorney has put forward is the
meani ng that consuners would i medi ately ascribe to the
mark. Therefore, we cannot affirmthe refusal on the
ground of nere descriptiveness.

Deci sion: The requirenent for an acceptable

identification of goods and the refusal to register the

mark on the basis of |likelihood of confusion are affirmed;

® The Random House Dictionary of the English Language, 2d ed.

unabridged, © 1987. The Board nmay take judicial notice of
dictionary definitions. University of Notre Danme du Lac v. J. C
Gourmmet Food Inports Co., Inc., 213 USPQ 594 (TTAB 1982), aff’d,
703 F.2d 1372, 217 USPQ 505 (Fed. Cir. 1983).
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the refusal on the basis of nere descriptiveness is

rever sed.
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